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This is a communication from the examiner in charge of your application 
COIVIMISSIONER OF PATEI^S AND TRADEIWARKS 

OFRCE ACTION SUMMARY 

|0 Responsive to communicatlon(s) filed on Cpjjlj^'^ 

l)^This action is RNAL. 

fiHSf J^'^ application is in condition for allowance except for formal matters, prosecution as to the merits Is closed in 
accordance with the practice under Ex parte Quayfe, 1 935 D.C. 11 ; 453 O.G 21 3. 

A shortened statutory period for response to this action is set to expire J5 . monthfsV or thirtv riav<^ 

whichever ,s longer, from the mailing dale of this communication. Fai lure to respond within the pe ^d o r^s^^v^n^^^^^^ 
the wI.cat.on to become abandoned. (35 U.S.C. § 133). Extensions of Ume mSy be obtained u^der tK 

Disposition of Claims 

[^Claim(s> J-^^^ 


Of the above, claim(s) 

□ Claim(s) 

[K£'a'ni(s) /— <S?S 

□ Claim(s) 

□ Claims 


. is/are pending in the application. 


_ is/are withdrawn from consideration. 

is/are allowed. 

_ is/are rejected. 


is/are objected to. 


are subject to restriction or election requirement. 

Application Papers 

□ See the attached Notice of Draftsperson's Patent Drawing Review, PTO-948. 

□ The drawing{s) filed on : . -^^^^ ^^^.^^^ 

□.The proposed drawing correction, filed on _ ^ i3 q ^^^^^^^ q disapproved. 

□ The specification is objected to by the Examiner. 

□ The oatti or declaration is objected to by the Examiner. 
Priority under 35 U.S.C. § 119 

□ Acknowledgement is made of a claim for foreign priority under 35 U.S.C. § 119(aHd). 

□ All .□ Some* □ None of the CERTIFIED copies of the priority documents have been 
G received. 

□ received in Application No. (Series Code/Serial Number) • 


□ received in this national stage application from the International Bureau (PCT Rule 17.2(a)). 
'Certified copies not received: - 


□ Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 11 9(e). 
Attachment(s) 

□ Notice of Reference Cited, PTO-892 

□ Informatton Disclosure Statement(s). PTO-1449. Paper No(s). 

^ Interview Summary. PTO-413 ; Q-^^O^iSikb ^ 'Vfi ^icJK/AiiQQK <^>uLd/X/YKjP 

□ Notice of Draftsperson's Patent Drawing Review. PTO-948 

□ Noticeoflnfomial Patent Application. PTO- 152 

- SEE OFFICE ACTION ON THE FOLLOWING PAGES - 

/ PTOL-326 (Rev. 1(V95) 
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The text of those sections of Title 35, U.S. Code not included in this action can be found in a 
prior Office action. 

10 THE MAIL DATE OF TfflS OFFICE ACTION RESTARTS THE 3 MONTH SSP SET 
IN THE FINAL REJECTION OF l/27/97> THIS IS A SUPPLEMENTAL FINAL 
REJECTION, 


15 Claims 1-22 are rejected under the judicially created doctrine of double patenting over the 
claims of copending patent numbers 5533499, 5533503, 5549103, and 5476091. The subject 
matter claimed in the instant application is fully disclosed in the referenced copending 
application and would be covered by any patent granted on that copending application since 
the referenced copending application and the instant application are claiming common subject 

20 matter, as is clearly seen by comparison of the claims. Furthermore, there is no apparent 
reason why applicant would be prevented from presenting claims corresponding to those of 
the instant application in the other copending application. In re Schneller, 397 F. 2d 350, 
158 USPQ 210 (CCPA 1968). See also MPEP 804. 


The following is a quotation of the first paragraph of 35 U.S.C. § 112: 

The specification shall contain a written description of the invention, and of the 
manner and process of making and using it, in such full, clear, concise, and exact 
30 terms as to enable any person skilled in the art to which it pertains, or with which it 

is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 


35 The specification is objected to under 35 U.S.C. § 112, first paragraph, as the specification, 
as originally filed, does not provide support for the invention as is now claimed. 

The original disclosure is limited to a nasal dilator only. The disclosure is not 

generic to dilators for all human anatomy. In other words, applicant has only 

40 disclosed the subset of a nasal dilator from the possible set of dilators for all human 

anatomy. It is noted that this case purports to be a CON of 08/183,916, Yet the 
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recitation of claim 8 for a human anatomy dilator is drawn to the subject matter of 
patent # 5476091, which was a CIP of the same 08/183,916. 

5 Claim 8 is rejected under 35 U.S,C, § 112, first paragraph, for the reasons set forth in the 
objection to the specification. 

Claims 8, 9, 11, 13, 17, 20, and 22 are rejected under 35 U.S.C. § 103 as being 
10 unpatentable over Sawyer, 


Sawyer teaches applicant's device as is broadly recited in claim 8 by the unit truss 


(figure 2) which comprises a resilient member and first and second end regions 5/6 


which dilate the nose by the restoring force of the spring/resilient member. With 


15 


regard to the recitation of a normally planar state, no difference is seen between this 


and the teachings of Sawyer to bend the device contrary to its natural state so as to 


generate a restoring force (page 1, column 2). Note the lack of adhesive between end 


regions 5/6. The recitation of release liners to cover the adhesive members would 


have been obvious to one of ordinary skill in the art given the plethora of such 


20 


arrangement sin almost all arts. The substitution of one known spring material for 


another would also have been would have been obvious to one of ordinary skill in the 


art, especially given the teachings of Sawyer in page 1, lines 68 + . It would have 


been obvious to one of ordinary skill in the art at the time the invention was made as 


the simple evolution of the 1919 Sawyer device. 


25 
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Claims 10, 12, 14-16, 18, 19, and 21 would be allowable if rewritten to overcome the 
rejection under 35 U,S.C. § 112, to include all of the limitations of the base claim and any 
intervening claims; IF THEY ARE OF SCOPE DIFFERENT THAN THAT GRANTED IN THE 
PREVIOUS CASES, AND IF AN ACCEPTABLE TERMINAL DISCLAIMER IS FILED, 

5 

Claims 1-7 would be allowable over the prior art of record, IF THEY ARE OF SCOPE 
DIFFERENT THAN THAT GRANTED IN THE PREVIOUS CASES, AND IF AN 
ACCEPTABLE TERMINAL DISCLAIMER IS FILED. 

10 

Applicant's arguments and Rule 1.132 Affidavit filed 11/12/1996, have been fully considered 
but they are not deemed to be persuasive. 

Applicant's affidavit is insufficient to overcome the rejection of claims 8, 9, 11, 13, 

15 17, 20, and 22 because there is no nexus between the subject matter claimed here and 

that described as providing the commercial success. Specifically, applicant's affidavit 

relies on the provision of the resilient band springs in combination with the planar 

truss. The resilient band springs are not recited in claims 8, 9, 11, 13, 17, 20, and 

22. Applicant's arguments directed to their interpretation of In re Schneller are not 

20 persuasive because the open claim terminology in both the instant application and the 

patents cited does extend the coverage granted in the patents. This is the point of a 

double patenting rejection based upon In re Schneller. Applicant's request for 

additional clarification of In re Schneller double patenting during the telephone 

interview of 2/11/97 has been noted. Please see attached sheets - 9 sheets, which 

25 comprise the guidance given to the Corps on this matter. Applicant's earlier patents 

disclose everything disclosed in the instant application, disregarding the New Matter 

rejection in the instant application. Therefore the answer to question # 1 is Yes. 
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Further there was no reason why applicant was prevented from presenting the instant 
claims in the earlier patents. I.e. the answer to question # 2 is also Yes. Therefore, 
statutory, non-obvious type double patenting is proper in the instant application. Put 
another way, applicant's presentation of broader claims in the instant application 
5 attempts to extend the coverage of the narrower claims in the earlier patents, and 

therefore is fair game for double patenting. A Terminal Disclaimer directed to each 
of the four patents the Examiner based the statutory, non-obvious type double 
patenting rejection on is required to overcome the same. Applicant's arguments 
directed to the new matter rejection are not persuasive because applicant's original 

10 disclosure fails to provide support for the breadth of claim 8. According to 

applicant's arguments he could claim a wound dilator, a mouth dilator, a wrinkle 
dilator, etc. This is clearly erroneous. AH that applicant disclosed in his original 
application was a nasal dilator . That was all that was described, discussed or 
illustrated. Every time the word "dilator" appears in the original disclosure, it is 

15 preceded by "nasal". Applicant is not entided to coverage of anything but a nasal 

dilator. Applicant's "inherency" arguments are completely non-persuasive because 
applicant has failed to prove that his nasal dilator could function as a dilator for any 
human tissue. Further, applicant's excessively broad language in claim 8 would not 
distinguish over the wrinkle smoothing patent cited in one of the parent applications. 

20 Applicant's arguments directed to "unitary" is also completely non-persuasive and is 
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contradicted by his own 132 Affidavit where he discusses selling 150,000,000 units . 
If the device of Appendix A is a "unit", so is the Sawyer device. Clearly applicant's 
device also requires "assembly" before being sold. Applicant's arguments directed to 
differences between applicant's truss and the truss of Sawyer are not persuasive 
5 because applicant is relying on conclusions as to "uniform restoring force" and "the 

natural bent state" of Sawyer. Further, applicant's arguments are not consistent in 
scope with the shear breadth of his independent claim 8. Applicant's arguments 
bridging pages 8 and 9 of the 11/12/1996 response are also not persuasive with regard 
to claim 8 because Sawyer teaches the structure recited in claim 8, i.e. " a dilator", " 

10 a truss of a single body" (wire 7) with spaced apart end surfaces, and "engagement 

means" at said end surfaces (the bent portions of Sawyer's wire 7 at 8 and 9). The 
difference being that the engagement means of Sawyer (pads or cups, 5/10) are 
attached mechanically vs. adhesively as is recognized in the rejection of these claims. 
Applicant's final arguments directed to the advantage of adhesively attaching the truss 

15 to the user's nose being an improvement over Sawyer, allegedly evidenced by 

applicant's competitors, is not persuasive because again because applicant's arguments 
are not consistent in scope with his claim language. Claim 8 does not require that the 
truss be adhesively attached all along its underside to the wearer's nose. The 
Terminal Disclaimer filed 11/12/1996 is defective because 1) no documentary 

20 evidence of a chain of title from the original inventor(s) to assignee has been 
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submitted, nor is the reel and frame number specified as to where such evidence is 
recorded in the Office; 2) no statement specifying that the evidentiary documents have 
been reviewed and that, to the best of the assignee's knowledge and belief tide is in 
the assignee seeking to take action; and 3) does not cover all of the patents the double 
5 patenting rejections are based upon. The fax of 2/7/97 providing these missing 

portions of the Terminal Disclaimer have been forwarded to the paralegal, Mr. Andre 
Robinson, for review. A separate letter will be sent addressing the Terminal 
Disclaimer. 

10 

THIS ACTION IS MADE FINAL, Applicant is reminded of the extension of time policy as set 
forth in 37 C.F.R. § 1.136(a). 

A SHORTENED STATUTORY PERIOD FOR RESPONSE TO THIS FINAL ACTION IS 
15 SET TO EXPIRE THREE MONTHS FROM THE DATE OF THIS ACTION. IN THE 

EVENT A FIRST RESPONSE IS FILED WITHIN TWO MONTHS OF THE MAILING 
DATE OF THIS FINAL ACTION AND THE ADVISORY ACTION IS NOT MAILED 
UNTIL AFTER THE END OF THE THREE-MONTH SHORTENED STATUTORY 
PERIOD, THEN THE SHORTENED STATUTORY PERIOD WILL EXPIRE ON THE 
20 DATE THE ADVISORY ACTION IS MAILED, AND ANY EXTENSION FEE 

PURSUANT TO 37 C.F.R. § 1.136(a) WILL BE CALCULATED FROM THE 
MAILING DATE OF THE ADVISORY ACTION. IN NO EVENT WILL THE 
STATUTORY PERIOD FOR RESPONSE EXPIRE LATER THAN SIX MONTHS FROM 
THE DATE OF THIS FINAL ACTION. 

25 

Any inquiry concerning this communication or earlier communications from the Examiner 
should be directed to Examiner K. L. Asher at telephone number (703) 308-0858. 

30 Any inquiry of a general nature should be directed to the Group receptionist at (703) 308- 
0858. 
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Status inquiries are to be handled according to MPEP section 203, and directed to the Group 
receptionist, not the Examiner. 

Inquiries as to Terminal Disclaimer and PCT requirements should be directed to the Group 
Paralegal, Mr. Andre Robinson, at {703) 308-2104. 

The facsimile phone number for Art Unit 3312 is (703) 308 - 3139. PLEASE CALL THE 
EXAMINER PRIOR TO SENDING ANY PAX. This will ensure that the Examiner receives 
the fax promptly. 


February 12, 1997 



KIU^LY LASHER 
PRIMARY EXAMINER 
GROUP 3300 
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Hetermination should always be applied [the administrati^^efy 
smp^ solution], the Board of Patent Appeals and Interferences 
has cbHQluded that use of a two-way obviousness apardrysis is not 
always r^^q^ired to support an obvious-type dou>3re patenting 
rejection, ^ Sx. parte Nesbit , 25 USPQ2d 181 JrBo^ Pat. App. & Int, 
1992) . \^ 

When making a^T^wQ-way obviousnes^^etermination where 
appropriate, it is nec^'Mi^y to aopiry the Graham obviousness 
analysis twice, once with th€s,apfJlication claims as the claims in 
issue, and once with the patj^fir^s:^^ims as the claims in issue • 
Where a two-way obviousness ieterm3rn^ion is required, an 
obvious-type double p|jfe^ting rejectiott^si^s appropriate only where 
each analysis comp^Jre^a conclusion that tlfe^^vention defined in 
the claims in isjstfe is an obvious variation ol^st^e invention 
defined in a otaim in the other application/patertfest If either 
analysis dpjerB not compel a conclusion of obviousnes^v^o double 
patentirjg^ejection of the obvious- type is made, but this does 
not n^<5essarily preclude a rejection based on non-statuto^y^^^^ 
do^jJsOe patenting (note c below) . ^^^^^^^^ 

c. Nonobviousnes s 

There are some unique circumstances where it has been 
recognized that another type of non-statutory double patenting is 
applicable even where the inventions claimed in two or more 
applications/patents are considered nonobvious over each other. 
These circumstances are illustrated by the facts before the court 
in In re Schneller . 397 F.2d 350, 158 USPQ 210 (CCPA 1968) . 

Schneller disclosed an invention relating to a wire clip 
having three elements known in the prior art (A^ B, and C) / and 
two features (X and Y) which he had invented that could be used 
separately or in combination. Schneller acknowledged the best 
mode of his invention used the two features (X and Y) in 
combination. The claims of the patent were directed to a wire 
clip comprising ABCX. Schneller voluntarily filed a divisional 
application claiming wire clips comprising ABCY and ABCXY. 
Without determining that the combinations ABCY and ABCXY were 
obvious over the combination ABCX claimed in the patent/ the 
court affirmed the double patenting rejection. It was observed 
that the claims in both the patent and the application cover the 
preferred embodiment disclosed in both the application and the 
patent (ABCXY) . Since patent protection for the metal clips 
defined by ABCXY^ fully disclosed in and covered by the claims of 
the patent/ would be extended by allowance of the appealed 
claims, the double patenting rejection was affirmed. 

In making an analysis for this type of non-statutory doxible 
patenting, the first question is: Is the subject matter recited 
in the claims of the application fully disclosed in the patent 
and covered by a claim in the patent? If the answer is no - 
double patenting does not exist. If the answer is yes, the 
second question is: Whether there is any reason why applicant was 
prevented from presenting the same claims for examination in the 
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issued patent? If the answer is no, a double patenting rejection 
is appropriate because, as stated in Schneller : 


. . • even a minimum concern for the public interest 
requires an applicant to establish that the inventions 
are in fact independent and distinct and hence that the 
grant of a patent on the later application will not 
result in a timewise extension of the protection 
afforded by his earlier patent. Failing in this, an 
applicant's remedy lies in filing a terminal disclaimer 
which will effectively prevent his result. 

and further: 

Under the circumstances of the instant case, wherein 
we find no valid excuse or mitigating circumstances 
making it either reasonable or equitable to make an 
exception, and wherein there is no terminal disclaimer, 
the rule against "double patenting" must be applied. 

A fact situation similar to' that in Schneller was presented 
"txD a Federal Circuit panel in In re Kaplan , 789 F,2d 1574, 229 
USKi,^678 (Fed. Cir. 1986) . Kaplan had been issued a patent on a/ 
proc^S5 of making chemicals in the presence of an organic 
so IvencX. Among the organic solvents disclosed and claimed/as 
being usertal were tetraglyme and sulfolane. One unclaijft^ 
example in th^^patent was specifically directed to a mfxture of 
these two solvents. The claims in the application )to Kaplan and 
Walker, the applib^ion before the Office, were directed to 
essentially the sam^schemical process, but requiring the use of 
the solvent mixture orNtetraglyme and sulfoLane. In reversing 
the double patenting rej^&ction, the court ^axated that the mere 
fact that the broad procesSsClaim of th^^atent requiring an 
organic solvent reads on or^ktominatep^ the narrower claim 
directed to basically the same^^oc^^ using a specific solvent 
mixture does not, per se, justifvx^ double patenting rejection. 
The court also pointed out thatxlheNtouble patenting rejection 
improperly used the disclosure of the >qint invention (solvent 
mixture) in the Kaplan pat^tlt specificati^ as though it were 
prior art. 

A significant facjfeor in the Kaplan case that the broad 
invention was inventjea by Kaplan, and the narrovKinvention (i.e., 
using a specific CTtoination of solvents) was invented by Kaplan 
and Walker. Since these applications (as the applica^tions in 
Braat ) were fLted before the Patent Law Amendments Act\of 1984 
(Pub. Law 98^22, § 104, November 8, 1984) amending § lr6 to 
expressly ^atuthorize filing a patent application in the nam^ of 
joint inventors which did not necessarily make a contribution to 
the inyention defined in each claim in the patent, it was \ 
nece^ary to file multiple applications to claim both the broaOv 
and^arrow inventions. Accordingly, there was a valid reason viny^ 
tHe claims to the specific solvent mixture were not presented for 
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is^amination in the Kaplan patent application. 

Recently, the Court held that when a patentee voluntarily 
ele^s;ts to file a continuing application to prosecute the brx3ad 
genusv claims, in order to obtain an allowance of a narrow/species 
claim,\the species claim precludes issuance of the generic 
applicaci^ii, absent a terminal disclaimer. In re Goodptan , 29 
USPQ 2d 2010 (Fed. Cir. 1993). In Goodman , the specLfications of 
the patent\nd the application disclosed the inventLon in general 
terms, but pbcvided a single working example; i.e., /a method of 
producing gamira^interf eron using a DNA construct comprising an 
expression cassette with expression regulatory eLements 
functional in tob^<x:o plants (a dicotyledonous a4ant) and a 
structural gene coai>ng for gamma-inter feron. The claims the 
Court considered as p^senting a double patenti^ng issue were the 
narrow species claims xn the allowed patent directed to a DNA 
construct comprising exp^ssion regulatory el;^ments derived from 
a specific type of plasmick and which were fimctional in 
dicotyledonous plant cells \nd a structuraJ/ gene encoding gamma- 
interferon and, the claims in. the application directed to a DNA 
construct with expression regu^tory elem(ents functional in any 
plant cell and a structural genk coding /xor any interferon. The 
Court held that this type of situation/did not require a "two- 
way" analysis because P.T.O. actioH^ did not dictate the rate of 
prosecution. The patentee had the Ojroortunity to file an 
immediate appeal to the courts on tWe\aenuS/ but instead he 
adopted an easier course of action/fcy filing a continuation 
application on the broad claims aiKl obtaining issuance of the 
narrow genus. Although the filiiig dates of the patent and 
application were identical, the/Court founa\that this type of 
situation was sufficiently ana/ogous to a rej^tion under 35 
U.S.C. §102 wherein an earlier species disclosWe defeats any 
generic claim. Cf . TitaniuiyMetals Corp. v. Banker , 778 F.2d 
775, 227 U.S.P.Q. 773 (Fed/Cir. 1985). According 
held that a terminal disc^imer was necessary in o 


gaininj 
applicatioi 


an unjust extension of 
when the broad genus was i 


the Court 
to prevent 
-year term 
d at a 



own 


IS 


the patentee from 
on a species 
later date. 

Each double patenting situation has to be decided 
facts. To the exte^ that one would view the Schneller 
Kaplan decisions to be in conflict/ it is clear that SchnelJ>er 
the controlling precedent. Decisions of a three- judge panel \ 
cannot overturnyprior precedential decisions. See UMC Elec. Ost. 
v. United Statj^ . 816 F.2d 647, n.6, 2 USPQ2d 1465, n.6 (Fed. 
Cir. 1987), Q^rt. denied , 484 U.S. 1025 (1988). 

Unlike /Statutory double patenting {§ 101), a double 
patenting rejection based on any non-statutory ground can be 
overcome an appropriate terminal disclaimer. 

4 . Desiqn/plant-utility situations 



ouble patenting issues may be raised where an applicant has 
both an utility patent application (35 U.S.C. § 111) and 
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(1) ABC(£) " ClO 

(2) A B C Y ^ 
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EXAMPLE V 

This example deals with non-statutory double patenting that 
also is non-obvious ( In re Schneller ) . 

FACT SITUATION 

An earlier filed patent specifically discloses a device 
comprising a combination of a variety elements (A, B, C, X, and 
Y) wherein there are three disclosed embodiments 

(3) A B C(x)y ^ ^' ^ 

The claim in this patent reads as follows: 

Patent Claim 1 ; A device comprising the combination of 
elements A, B, C, and(^ 

A later filed copending patent application has a claim that 
reads as follows: 

Application Claim 1 : A device comprising the 
combination of elements A, B, C, and Y. 

This application claim was never earlier presented. The 
combination ABCY is not considered obvious over the combination 
ABCX. 

DISCUSSION 

This is not a case of an improvement or modification 
invented after filing, i^plicant in the application is claiming 
an embodiment disclosed but never claimed in the patent - an 
option exercised by applicant, not as a result of a restriction 
requirement. 
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The rule against double patenting seeks to prevent the 
unjustified extension of the right to exclude granted by a patent 
beyond the 17 year term of a patent. 

Thus, the question to be answered in this Example is whether 
or not the subject matter covered by the claim of the patent 
would have its 17 year term extended if the claim in the 
application is patented. 

The double patenting determination involves two inquiries. 
First, is the same invention claimed twice (35 USC 101)? 

Clearly, the answer is no. 

As stated above, the invention claimed in the application is 
not considered obvious over the invention claimed in the patent. 
In making the analysis for non-statutory doxible patenting when it 
is of the non-obviousness variety, the First Question is: Is the 
subject matter recited in the claims of the application fully 
disclosed in the patent and covered by a claim in the patent? If 
the answer is no - double patenting does not exist. 

If the answer is yes, the Second Question is: Is there any 
reason why applicant was prevented from presenting the same 
claims for examination in the issued patent? If the answer is 
no - a double patetiting rejection is appropriate. 

Applying this analysis, we find the answer to Question 1 to 
be yes. 

The answer is yes because the transitional phrase 
"comprising" does not exclude the presence of elements other than 
A, B, C, X in the claim. Because of the phrase "comprising" the 
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patent claims not only provides protection to ABCX but also 
extends patent coverage to the disclosed combination - ABCXY. 
Likewise, if allowed, the claim of the application, because of 
the phrase "comprising", not only would provide patent protection 
to the claimed combination ABCY but would also extend patent 
coverage to the combination ABCXY - already disclosed and covered 
by the claim in the patent. Thus, the controlling fact is that 
patent protection for the device, fully disclosed in and covered 
by the claims of the patent, would be extended by the allowance 
of the claim in the application. 

Since no reason is seen why applicant did not present the 
claim to ABCY, a double patenting rejection is appropriate. 

Would double patenting exist if the patent claim read 
"... consisting of ... A, B, C, and X" . 

No. The "consisting" type language would not extend 
coverage to ABCXY or ABCY. Consisting is a transitional phrase 
which limits the scope of the claim to only those elements set 
forth in the claim. ^ 

PROPOSED FORM PARAGRAPH STATEMENT PRIOR TO A D. E^-'^EJECTION 
^^-^C^ following non-statutory double pa5.s«fing rejection is 
based on a Jtcdlqially created doctriA€fgrounded in public policy 
(a policy reflected iiT'^feeL^tottite) so as to prevent the 
unjustified or improp^^s-^mewiseeJcfeetision of the right to 
exclude granted^Jary a patent. In re Sarett T'^Saj F.2d 1005, 
140 USPQ>^(CCPA 1964);. In re Schneller , 397 F.Zd^'^^SA/ 158 USPQ 
2iq^,,«5CPA 1968); In re White , 405 F.2d 904, 160 USPQ 644 (CCl%-^ 
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>69) ; In re Thorinqton , 418 F.2d 528, 163 USPQ 644 (CCPA 1969) ; 
IrKre Voqel , 422 F.2d 438, 164 USPQ 619 (CCPA 1970); In re 
VanJQrnam, 686 F.2d 937, 214 USPQ 761 CCPA 1982); In re 


759 F.'^d 887, 225 USPQ 645 (Fed. Cir. 985); and In re /oodman , 
29 USPQ^d 2010 (Fed. Cir. 1993). 

A tiirtely filed terminal disclaimer in compliy^ce with 37 CFR 
1.321(b) W01A4 overcome an actual or provisional rejection on a 
non-statutory double patenting ground provided the conflicting 
application or pa1:ent is shown to be commpnly owned with this 
application. See 3\cFR 1.78(d). 

PROPOSE^ REJECTION IN/^CHNELLER CAS E 
Claim 1 is rejected\under the^ judicially created doctrine of 
double patenting, 

The subject matter reeled in claim 1 of the patent 
application - "comprising/ABCY\- is fully disclosed in the 
patent . The allowance/of this clXim would extend the rights to 
exclude already qrapfted in claim 1 \f the patent - that right to 
exclude covering /the device "comprising ABCX". The transitional 
phrase "compri^ng" does not exclude the. presence of elements 
other than B, C, X in the claim. Because of the phrase 
"comprisipf^" the patent claim not only prova^des protection to 
ABCX buy also extends patent coverage to the disclosed 
combination - ABCXY. Likewise, if allowed, the\laim of the 
application, because of the phrase comprising, notVonly would 
jrovide patent protection to the claimed combinationSABCY but 
would also extend patent coverage to the combination AkcXY - 
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ah^ady disclosed and covered by the claim in the pater^t<-- ^hus, 

the contMiglling fact is that patent protectioji.^-for the device, 

fully disclosech^^and covered by the^'Iaims of the patent/ would 

be extended by the allowaiTe<s<rOf^ the claims in the application. 



Furthermore^ tjiere is no appa^er^t reason why applicant was 
prevented ^gtJrrT^re sen ting the claim in^^^the^'^up^^ for 
^gvariiation during the prosecution of the issu^dTp^fe^nt , 


exai 


